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DETAILED ACTION 
Response to Amendment 

1. Applicant has submitted an amendment, filed 12/15/2005, amending the base 
claims while arguing to traverse prior art rejection based on a limitation regarding 
"retranslation instruction part' (last paragraph on page 9 and first paragraph on page 
10) and amended limitations (see claim language). Applicant's argument has been fully 
considered. However, upon further consideration, a new ground(s) of rejection is made 
in view of applicant's admitted prior art necessitated by claim amendment. 

Claim Objections 

2. Claim 7 is objected to because of the following informalities: claim 7 depends on 
claim 4 and is a duplicate of claim 4. Applicant is advised to replace the program 
storage medium with a computer-readable medium. Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 14-15 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

5. Claims 14-15 drawn to a "program" perse as recited in the preamble and as 
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such is non-statutory subject matter. See MPEP § 2106.IV.B.1.a. Data structures not 
claimed as embodied in computer readable media are descriptive material perse and 
are not statutory because they are not capable of causing functional change in the 
computer See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a 
data structure perse held nonstatutory). Such claimed data structures do not define 
any structural and functional interrelationships between the data structure and other 
claimed aspects of the invention, which permit the data structure's functionality to be 
realized. In contrast, a claimed computer readable medium encoded with a data 
structure defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. Similarly, computer programs claimed 
as computer listings perse, i.e., the descriptions or expressions of the programs are not 
physical "things." They are neither computer components nor statutory processes, as 
they are not "acts" being performed. Such claimed computer programs do not define 
any structural and functional interrelationships between the computer program and 
other claimed elements of a computer, which permit the computer program's 
functionality to be realized. 

Claim Rejections - 35 USC § 102 
6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - (b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

7. Claims 1,4, 7-8, 11, and 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by applicant's admitted prior art (Background of the Invention section). 

8. Regarding claims 1 , 8, and 14, applicant's admitted prior art discloses a 
translation server, method, and program storage medium connected to a user terminal 
via a network, comprising: an input information controller for receiving a translation 
instruction sent from the terminal, the translation instruction including location 
information representing a location of an object document to be translated, source 
language information representing an source language of the object document and 
target language information representing a translation target language of the object 
document, and obtaining the object document to be translated from a Web server on the 
basis of the location information (referring to figure 1 and/or pages 2-3 of the 
Background section); an information separator for separating the object document sent 
from the input information controller into a translation object part and a non-translation 
object part (referring to figure 1 and/or pages 2-3 of the Background section); a 
translator for translating the translation object part sent from the information separator 
according to the source language information and the target language information to 
obtain a translation result (referring to figure 1 and/or pages 2-3 of the Background 
section); an information converter for producing a retranslation instruction part for 
permitting the terminal to display a language information input column for inputting the 
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source language information and the target language information by the user and a 
retranslation instruction input part and, upon operation of the retranslation instruction 
input part, to send the translation instruction including the source language information 
and the target language information in the language information input column and the 
location information of the object document to be translated to the translation server 
(referring to figure 1 and/or pages 2-3 of the Background section. It is inherent that in 
case the user designates a wrong source/target language or wrong location of the 
object document, undesired translation or no translation would be carried out by the 
system. And thus the user must re-enter the desired source/target language and/or 
location of the desired object document to be translated in order to obtain a desired 
translation result The claim language fails to specify how the step of retranslation is 
different from the prior art of record); and an information synthesizer for assembling the 
translation result sent from the translator, the retranslation instruction part produced by 
the information converter and the non-translation object part sent from the information 
separator and sending a synthesized result to the terminal (referring to figure 1 and/or 
pages 2-3 of the Background section). 

9. Regarding claims 4, 7, and 1 1 , applicant's admitted prior art further disclose that 
the object document to be translated is a hypertext markup language document, 
wherein the translation object part is a text part (pages 2-3 of the Background section), 
wherein the non-translation object part is a tag part (pages 2-3 of the Background 
section). 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



1 1 . Claims 2, 5, 9, and 1 2 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over applicant's admitted prior art (Background of the Invention section) in 
view of Fushimoto et al. (US 5742505). 

12. Regarding claims 2 and 9, applicant's admitted prior art fails to specifically 
disclose the translation server and method claimed in claims 1 and 8, respectively, 
wherein the language information input column includes an source language information 
list box for selecting one of a plurality of source language information and a target 
language information list box for selecting one of a plurality of target language 
information and the information converter sets or resets at least both of the source 
language information and the target language information of the translation instruction 
to initial values for the source language information list box and the target language 
information list box, respectively. However, Fushimoto et al. teach a box containing a 
list of source languages and target languages readily available for user selection and 
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resetting at least both source language information and the target language information 
of the translation instruction to initial values (figures 14, 17 and 18A-C). 

Since applicant's admitted prior art and Fushimoto et al. are analogous art 
because they are from the same field of endeavors, it would have been obvious to one 
of ordinary skill in the art at the time of invention to modify applicant's admitted prior art 
by incorporating the teaching of Fushimoto et al. in order to enable the users of different 
nationalities to use the system. 

13. Regarding claims 5 and 12, applicants admitted prior art further disclose that the 
object document to be translated is a hypertext markup language document, wherein 
the translation object part is a text part (pages 2-3 of the Background section), wherein 
the non-translation object part is a tag part (pages 2-3 of the Background section). 

14. Claims 3, 6, 10, 13, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over applicant's admitted prior art in view of Murata et al. (US 5987402). 

15. Regarding claims 3, 10, and 15, applicant's admitted prior art fails to specifically 
disclose the information converter converts from link target document location 
information representing a location of a link target document included in the non- 
translation object part to a link target document translation instruction part for permitting 
the terminal to send the translation instruction including the source language information 
and the target language information in the language information input column and the 
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link target document location information to the translation server when the link target 
document is selected, the information synthesizer assembles the translation result sent 
from the translator, the retranslation instruction part produced by the information 
converter and the converted non-translation object part after the conversion of the link 
target document location information into the link target document translation instruction 
part in the information converter and sends an assembled result to the terminal. 

Murata et al. teach that the information converter converts from link target 
document location information representing a location of a link target document included 
in the non-translation object part to a link target document translation instruction part for 
permitting the terminal to send the translation instruction including the source language 
information and the target language information in the language information input 
column and the link target document location information to translation server when the 
link target document is selected, the information synthesizer synthesizes the translation 
result sent from the translator, the retranslation instruction part produced by the 
information converter and the converted non-translation object part after the conversion 
of the link target document location information into the link target document translation 
instruction part in the information converter and sends a synthesized result to the 
terminal (co/. 9, lines 36 to col. 11, line 40 and/or referring to figures 7-11). 

Since applicants admitted prior art and Murata et al. are analogous art because 
they are from the same field of endeavors, it would have been obvious to one of 
ordinary skill in the art at the time of invention to modify applicant's admitted prior art by 
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incorporating the teaching of Murata et al. in order to enable the server to locate the 
object document to be translated for the terminal device. 

16. Regarding claims 6 and 13, applicant's admitted prior art further disclose that the 
object document to be translated is a hypertext markup language document, wherein 
the translation object part is a text part {pages 2-3 of the Background section), wherein 
the non-translation object part is a tag part (pages 2-3 of the Background section). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Application/Control Number: 10/050,556 



Page 10 



Art Unit: 2655 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Huyen X. Vo whose telephone number is 571-272-7631 . 
The examiner can normally be reached on M-F, 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wayne Young can be reached on 571-272-7582. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

HXV 2/20/2006 
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